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DETAILED ACTION 

1 . Acknowledgment is made in the receipt of the amendment filed December 12, 2005. 

2. The original patent, or a statement as to loss or inaccessibility of the original patent, must 
be received before this reissue application can be allowed. See 37 CFR 1. 178. 

Reissue Applications 

3. Claims 37-53 are rejected under 35 U.S.C 251 as being improperly broadened in a 
reissue application made and sworn to by the assignee and not the patentee. A claim is broader in 
scope than the original claims if it contains within its scope any conceivable product or process 
which would have infringed the original patent. A claim is broadened if it is broader in any one 
respect even though it may be narrower in other respects. 

Claim 37 omits limitations pertaining to the interior of the actuating mechanism, 
specifically "an input cam movably mounted within the caliper housing to move in a 
rotational direction about a longitudinal axis, but not in an axial direction, said input cam 
having a first camming surface with an axially extending guide member non-mo vably 
fixed thereto at said longitudinal axis, and an output cam movably mounted within said 
caliper housing to move in the axial direction in response to rotation of said input cam, 
but not in the rotational direction, said output cam having a second camming surface with 
an axially extending bore, said guide member being at least partially disposed within said 
bore to ensure smooth relative movement between said input and output cams", added 
during prosecution of 09/53 1,570 (US 6,557,671) in the amendment dated November 8, 
2002 to overcome the outstanding rejection in view of Kawaguchi (US 3,789,959). 
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The above limitations have been replaced with new limitations directed to an 
exterior portion of the actuating arm, specifically "wherein the actuated mechanism 
comprises an elongated actuating arm rotatably coupled to the caliper housing to cause 
the actuated mechanism to move the first friction member from the release position 
towards the braking position; and wherein the actuating arm has a curved surface with a 
first portion coincident with a cable clamp and a second portion that extends from the 
first portion towards the cable support so that the cable, when coupled to the cable clamp, 
approaches the guide surface from the opening in the cable support essentially tangent to 
the guide surface and is supported by the guide surface when the first friction member is 
in the release position". 

The omitted limitations relate to previously surrendered subject matter and are 
directed to the input cam and the output cam and the specifics thereof, whereas the 
replacement limitations are directed to the actuating arm. The replacement limitations 
are not related to the omitted limitations, therefore a recapture rejection exists. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

5. Claims 1 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by US 4,582,177 
to Carre et al. 
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Re-claim 1 1 , Carre et al. disclose in figure 1 a cable disc brake, comprising: a caliper 
housing (partially shown as 10, see also column 3 lines 4-20); a first friction member and second 
friction member as known with caliper disc brakes (not shown); an actuated mechanism 22 is 
coupled to the caliper housing for moving the friction members into engagement with a rotor, the 
actuated mechanism includes: an input cam (interpreted as 16, the threaded surfaces are in 
functionally equivalent to camming surfaces) moves in a rotational direction yet is prevented 
from moving axially, the overall length of element 16 is broadly interpreted as an axially 
extending guide member; an output cam 1 8 is movably mounted with the caliper housing to 
move in the axial direction but not the rotational direction, cam 1 8 is provided with cooperating 
camming surfaces, the guide member is partially disposed within the output cam. 

Re-claim 12 and 13, the guide member is interpreted as a pin. 

Re-claim 14, the actuating mechanism further includes an actuating arm 22. 

Re-claim 15, spring 42 biases the actuating arm to a release position. 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 



Application/Control Number: 1 0/826, 1 73 Page 5 

Art Unit: 3683 

the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
8. Claims 1-3, 6, 7, 21-25, 32 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Carre et al. in view of US 6,148,964 to Huang. 

Re-claim 1 , Carre et al. teach in figure 1 a cable disc brake capable for use with a bicycle, 
comprising: a caliper housing (partially shown as 10, see also column 3 lines 4-20); a first 
friction member and second friction member as known with caliper disc brakes (not shown); an 
actuated mechanism 22 is coupled to the caliper housing for moving the friction members into 
engagement with a rotor, the actuated mechanism includes: an input cam (interpreted as 16, the 
threaded surfaces are in functionally equivalent to camming surfaces) moves in a rotational 
direction yet is prevented from moving axially, the overall length of element 16 is broadly 
interpreted as an axially extending guide member; an output cam 18 is movably mounted with 
the caliper housing to move in the axial direction but not the rotational direction, cam 1 8 is 
provided with cooperating camming surfaces, the guide member is partially disposed within the 
output cam. However, Carre et al. fail to teach a mounting bracket attached to a bicycle for 
receiving and holding the disc brake assembly. 

Huang teaches a common mounting bracket 4 structured as part of a bicycle for receiving 
and holding in place a mechanical disc brake assembly. It would have been obvious to one of 
ordinary skill in the art when having utilized the disc brake assembly of Carre et al. on a bicycle 
to have provided the bicycle with some sort of mounting bracket as taught by Huang, thus 
providing an easy means by which to mount the brake assembly to the bicycle. 
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Re-claims 2 and 3, the guide member is interpreted as a pin. 
Re-claim 6, the actuating mechanism further includes an actuating arm 22. 
Re-claim 7, spring 42 biases the actuating arm to a release position. 
Re-claims 21-23, see figure 1. 

Re-claims 24 and 25, the input cam includes a bushing (see figure 1, note L-shaped 
element adjacent the shaft) mounted on the operating shaft of the input cam. 

Re-claim 32, see figure 1, the rear section of element 10 functions as a cover. 

Re-claim 36, see figure 1. 
9. Claims 37-45 and 47-53 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 5,647,475 to Le Deit et al. in view of Carre et al. and in view of US 6,148,964 to Huang. 

Re-claims 37-40, Le Deit et al. teach a cable disc brake capable for use on a bicycle, 
comprising: a caliper housing 12, a cable support 44, a first friction member 20a and a second 
friction member 20b; an actuating mechanism 10 that moves the first friction member towards 
the second friction member for engaging a rotor 1 1; the actuating mechanism comprises an 
elongated actuation arm 32 coupled to the caliper housing to cause the mechanism to move the 
first friction member from the release position to the braking position. However, Le Deit et al. 
fail to teach the actuating arm having the specific structure as recited in claim 37, in particular 
the curved guide surface, and Le Deit et al. fail to teach a mounting bracket on a bicycle for 
supporting the brake assembly. 

Carre et al. teach a cable actuated disc brake having n actuating arm with a curved guide 
surface with a first portion coincident with a cable clamp 58 and a second portion that extends 
from the first portion to a cable support, such that when the cable is coupled to the actuation arm, 
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the cable approaches the guide surface from the cable support (in particular the support taught by 
Le Deit et al.) essentially tangent to the guide surface and is supported by the guide surface when 
the friction member is in the release position. Furthermore, Carre et al. teach that the curved 
guide surface formation of the actuation arm provides for an increase in torque exerted during 
rotation, see column 4 lines 61-64. It would have been obvious to one of ordinary skill in the art 
to have replaced the actuating arm of Le Deit et al. with the actuating arm taught by Carre et al, 
thus improving the overall brake performance of the cable actuated brake mechanism. With 
regards to claims 38-40, the guide surface is formed by a projection that extends towards the 
cable support (see figure 6); a radially outer portion extends towards the cable support, a radially 
inner portion extends away from the cable support, the radially inner portion is illustrated as a 
slight inwardly slanted surface; the projection is disposed in close proximity to a radially 
outermost portion of the arm. 

Huang teaches a common mounting bracket 4 structured as part of a bicycle for receiving 
and holding in place a mechanical disc brake assembly. It would have been obvious to one of 
ordinary skill in the art when having utilized the disc brake assembly of Le Deit et al. on a 
bicycle to have provided the bicycle with some sort of mounting bracket as taught by Huang, 
thus providing an easy means by which to mount the brake assembly to the bicycle. 

Re-claims 41 and 42, see spring around the cable in figure 2. 

Re-claims 43-45, see bolt 60, arm 44 is capable of being rotated relative to the caliper 
housing thus adjusting the biasing force of the spring. 
Re-claim 47, see bolt 60. 
Re-claims 48 and 49, see column 2 lines 37-40. 
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Re-claims 50-53, Le Deit et al. as modified by Carre et al. fail to teach the specifics of the 
disc brake when mounted to a front fork of a bicycle. Huang teaches a typical manner by which 
to mount a mechanical disc brake to a front fork of a bicycle. The caliper housing includes a first 
mounting flange with a first opening 317, a second mounting flange with a second opening 317, 
the first opening is above a rotational axis, the second opening is below the rotational axis, the 
cable support is disposed about the rotational axis, the guide surface (as taught in Carre et al.) 
would be rearwardly of the rotational axis, and the cable support is rearwardly of the rotational 
axis. It would have been obvious to one of ordinary skill to have utilized the teachings of Huang 
when having mounted the brake apparatus of Le Deit et al. as modified by Carre et al, on a front 
fork of a bicycle, thus utilizing the front fork as a means of protecting the brake assembly from 
frontal impact. 

Allowable Subject Matter 

10. Claims 4, 5, 8-10, 16-20, 26-3 1, 34 and 35 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

1 1 . Applicant's arguments filed December 12, 2005 have been fully considered but they are 
not persuasive. The courts have ruled that "if the omitted limitation is replaced by another 
limitation that is not related to the subject matter previously surrendered by applicant, recapture 
exists, even though the replacement limitation is a material (narrowing) limitation, and even 
where the replacement limitation defines the claim(s) over the prior art." See Clement, 131 F.3d 
at 1470, 45 USPQ2d at 1165. 
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As stated above Carre et al. and Le Deit et al. each fail to teach the brake assembly used 
on a bicycle. However, it is the opinion of the examiner that each is easily adapted for use on a 
bicycle, especially since mechanically actuated brakes are commonly used on bicycles. 
Therefore, it is believed that person of ordinary skill in the art could easily adapt and scale the 
brake assemblies as necessary, so as to operate with a bicycle. 

It is further noted that neither Carre et al. nor Le Deit et al. teach how each brake 
assembly is attached to the vehicle in question. As such Huang is relied upon to teach a common 
means by which a disc brake assembly is attached to a bicycle frame so as to allow the brake to 
function as intended. It is believed that one of ordinary skill in the art would have recognized the 
benefits of utilizing a bracket when having connected the disc brake assembly to the bicycle 
frame. A separate bracket would have allowed for the connection of a disc brake having a single 
housing design to various bicycles, therefore functioning as a universal connection means. As a 
result the brake manufacturer would merely be required to provide the necessary bracket for the 
bicycle in question rather than design various brake housings having the appropriately positioned 
mounting holes for each bicycle on the market. 

It is noted that the applicant has failed to provide remarks regarding the patentability of 
claims 11-15 over the art of record. Thus the rejection is maintained. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

13. Any inquiries concerning this communication or earlier communications from the 
examiner should be directed to Thomas Williams whose telephone number is 571-272-7128. 
The examiner can normally be reached on Monday-Thursday from 6:30 AM to 4:00 PM. The 
examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James McClellan, can be reached at 571-272-6786. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-6584. 




TJW 




December 27, 2005 



